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Vincenzo Di Cataldo

Goods in transit and TM right

1. The traditional doctrine is that EU Law does not permit to seize goods in transit bearing a TM infringing a TM right existing in the c. of transit 

the rationale of the traditional doctrine is that the mere transit does not cause an infringement to a TM protected in the c. of transit

in the mere transit there is no use of a TM (or of a patent), there is no commerce of a product covered by an IP right    
       

The only reason for seizing the goods in transit is the risk that they may be brought back to the transit country market   
         

the risk of deviance to the transit market must be manifest – it cannot be presumed 







               

This set of rules has been drafted mainly looking at TM and design law (Commission-France, Polo-Lauren, Montex, Philips and Nokia)


 

It is correct to say (and it is generally said) that the same principles apply to patents 

         

2. New rules in EUTMD and in EUTMR. Both texts use the same words (Art. 10, para. 4, Dir.; Art. 9, para. 4, Reg.)





the new rules are structured in three points:

1. The seizure of goods in transit is possible if their TM is identical to a TM registered in the country of transit, and if their TM cannot be distinguished in its essential aspects from a TM registered in the country of transit

2. the goods must be released if their holder proves that the TM holder is not entitled in the country of destination         

3. the TM holder is liable for damages if the goods are found not to infringe a TM right in the country of destination.


whereas 18 EUTMR and whereas 24 EUTMD – Article 28, Reg. 608/2013 applies. 




3. These new rules pose many questions:

3.1. Do the new rules cover the full space of what is considered infringement, or cover only a case of “particularly evident” infringement? 

“identical” - “Cannot be distinguished” = can be confused? - What about association? 

Some literal details can justify the idea that this is not any infringenment 

I prefer to think that the rule covers any infringement. Distinguishing a simple infringement from some sort of superinfringement can be difficult and dangerous

3.2. How will the MS interpret the burden of proof of the parties? 

a) Which kind of proof must the TM holder give to prove the existence of his TM right in the country of destination? Will it be sufficient to exhibit the registration in the c. of dest.? Something more? 
b) Which kind of proof must the holder of the goods give to obtain the liberation of the goods? A full proof of non-infringement? 

Is there here a complete reversal of the rules of the burden of proof or there is some sort of distribution of the burden of proof on both parties? In favor of the second solution.

Civil procedure rules of the MS are different. Need for some coordination.    

3.3. How will the judge of the country of transit decide on a TM right existing in the country of destination? 

the TM can be (and frequently will be) identical in both countries. But TM Law is not identical in both countries (the country of destination can be out of EU), and the judge does not really know it.  

Is there need, and is there room, for some coordination between the judge of the country of transit and the judge of the country of destination?
 
      
4. It is still possible, in my view, to seize the goods in case they are infring. only in the country of transit, if there is a risk of deviation of the goods in the internal market 





Apparently there is no express provision for this in the new texts

Maybe the presence of this rule is attested by the sentence (w. 22, Dir.) stating that “the custom authorities should move on the basis of risk analysis criteria”
it is difficult to give this sentence a sense if not under the hypothesis that the law permits the seizure of the goods in transit in case of a real risk of deviation in the internal market 

anyway, the persistence of the judge-made-law permitting the seizure of the goods in transit in this case is perfectly consistent both with the principles of EU Law and with the new EU TM rules  

5. What about patents and other  IP rights? 

The new TM Law provides for measures for ensuring the smooth transit of generic medicines. In point of limitations on the effects of the TM, the new TM Law says that a TM right cannot cover generic names for active substances 







But the main question is: is the new TM Law on goods in transit applicable to patents and other IP rights? 

Obviously, there is no direct answer to this question in the new TM Law

In my view, as a principle, the new rule is not conditioned by the structure of the TM right. Is should be applicable to all IP rights.  

Is is true that the patent protection concerns a product, while the TM protection concerns only a sign. So, the risk of negative effects of the new rules is much higher for patents than for TMs. 

But I don’t see a technical reason for giving to patents a different regime, in point of goods in transit, distinguishing patents from TMs

6. Is the new law compatible with Article V GATT? 

The main principle of GATT is the freedom of transit 

Maybe it is possible to give to the question a positive answer

Para. 4: “all charges and regulations imposed on traffic in transit … shall be reasonable”

this can seem a rule of detail, but maybe a principle of reasonableness is the key of the whole GATT (and of any law)

in case the TM is infringing in the country of destination the seizure of goods in transit is reasonable (LOSARTAN: no IP right in the c. of dest.)

the new rules can also be considered reasonable in the perspective of cooperation between States in the field of IP rights

1

